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REMARKS 

This is a full and timely response to the Office Action mailed September 9, 2003. 

By this Amendment, minor corrections to the specification were effected. Also, 
claims 1,2,4 and 5 were amended, and claim 3 was canceled. The claim amendments were 
effected to put the claims in better form under U.S. practice and to overcome the rejection under 
35 U.S.C. §112. Claim 3 was cancelled without prejudice or disclaimer to its underlying subject 
matter. Support for the claim amendments can be found variously throughout the specification 
and original claims, see, for example, original claim 3. Claims 1, 2, 4 and 5 are pending in this 
application. 

In view of this Amendment, Applicant believes that all pending claims are in 
condition for allowance. Reexamination and reconsideration in light of the above amendments 
and the following remarks is respectfully requested. 

Rejections under 35 U.S.C. $112 

Claim 4 is rejected under 35 U.S.C. §112, first paragraph, for allegedly failing to 
comply with the written description requirement. Applicant respectfully traverses this rejection. 
However, in order to expedite prosecution, Applicant has amended the unit "im" to --urn- in 
claim 4 and in the specification. Thus, withdrawal of this rejection is respectfully requested. 

Claims 1, 2, 4 and 5 are rejected under 35 U.S.C. §112, first paragraph, for non- 
enablement. Applicant respectfully traverses this rejection. However, in order to advance 
prosecution, and while not acknowledging the propriety of this rejection, Applicant has amended 
claim 1 by incorporating the limitations of non-rejected claim 3 to clarify the amounts of the 
components. Thus, withdrawal of this rejection is respectfully requested. 

Claims 1-5 are rejected under 35 U.S.C. §1 12, second paragraph, for alleged 
indefmiteness. Applicant respectfully traverses this rejection. 

However, in order to expedite prosecution, Applicant has amended claims 1, 2, 4 and 
5, and canceled claim 3 to address the Examiner's concerns. Specifically, claim 1 has been 
amended to specify the amount of each component. Further, claim 2 has been amended to 
contain proper Markush terminology. Lastly, the phrase "predetermined amount" has been 
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replaced with -total amount-- and the phrases "the remaining amount" and "the product 
temperature" has been amended to -a remaining amount- and —a temperature of the product— 
which render moot the need for antecedent basis. 

Thus, withdrawal of this rejection is respectfully requested. 

With regard to the Examiner's request in item 5 of the Action, Applicant has 
provided a copy of JP 2001-192622A, a partial translation thereof (containing the claims, and 
page 3, paragraph 13 and page 5, paragraph 24 of the specification), and an English language 
abstract of the reference for the Examiner's review and consideration. Applicants note that JP 
2001-192622 is a publication of Japanese Patent Application No. 2000-332775 cited in the 
present specification. A English language description of this reference is also provided on page 
2, lines 2-30, and on page 8, lines 3-7, of the present specification. 

In reviewing JP 2001 -192622 A, it is clear that the teachings of this reference are 
distinguishable from that of the present claims. For example, in paragraph 13 of JP 2001- 
192622A entitled "Production Examples 1-10 and Comparative Production Examples 1 and 2," 
it is disclosed that the oil and waxes, including carnauba wax, are all melted in the surface 
treating agent. In other words, the reference clearly teaches that carnauba wax is not in powder 
form as required by the claims. 

In contrast, one of the most important aspects of the present invention is that the 
carnauba wax remains in a powdery state in the surface treating agent. Such an aspect allows the 
formation of a coating that is resistant to slipping as discussed on pages 2 and 4 of the 
specification. 
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CONCLUSION 

For the foregoing reasons, all the claims now pending in the present application are 
believed to be clearly patentable over the outstanding rejections. Accordingly, favorable 
reconsideration of the claims in light of the above remarks is courteously solicited. If the 
Examiner has any comments or suggestions that could place this application in even better form, 
the Examiner is requested to telephone the undersigned attorney at the below-listed number. 



Dated: December 9, 2003 




David T. Nikaido 

Registration No.: 22,663 
Lee Cheng 

Registration No.: 40,949 
RADER, FISHMAN & GRAUER PLLC 
1233 20th Street, N.W. 
Suite 501 

Washington, DC 20036 
(202) 955-3750 
Attorneys for Applicant 



Should additional fees be necessary in connection with the filing of this paper, or if a 
petition for extension of time is required for timely acceptance of same, the 
Commissioner is hereby authorized to charge Deposit Account No. 180013 for any 
such fees; and applicant(s) hereby petition for any needed extension of time. 
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Partial Translation of JAPANESE PATENT 2001-192622A 



v publication date: 17th July, 2001 
^application number: 2000-332775 
^filing date: 31st January, 2000 

applicant: Cera Rica Noda Co., Ltd. 

inventors: Taizo NODA and Takeshi OHSHIMA 

title of the invention: Surface Treating Agent For Wooden Material 



RECEIVED 
TC 1700 



[Claims] 

15 1 . A surface treating agent for wooden material comprising linseed oil, Japan wax, 
and carnauba wax. 

2. A surface treating agent for wooden material comprising linseed oil, Japan wax, 
and candelilla wax. 

3. A surface treating agent for wooden material comprising linseed oil, Japan wax, 
20 carnauba wax, and candelilla wax. 

4. A surface treating agent for wooden material according to any one of claims 1 to 
3, wherein a content of linseed oil is 85 to 97 % by weight. 

5. A surface treating agent for wooden material according to claim 1, wherein 
contents of Japan wax and carnauba wax are 2 to 10 % by weight and 1 to 5 % by 

25 weight, respectively. 

6. A surface treating agent for wooden material according to claim 2, wherein 
contents of Japan wax and candelilla wax are 7 to 10 % by weight and 2 to 5 % by 
weight, respectively. 

7. A surface treating agent for wooden material according to claim 2, wherein 
30 contents of Japan wax, carnauba wax and candelilla wax are 7 to 10 % by weight, 

2 to 10 % by weight and 2 to 10 % by weight, respectively. 



page 3, paragraph 13 

[0013] Production Example 1-10, and Comparative Production Example 1 and 2 
linseed oil, Japan wax, carnauba wax, and candelilla wax were charged in a beaker 
5 at each of ratios of weight (% by. weight) indicated in Table 1 below, and were 
melted by heating with the beaker put in hot water while the oil and waxes are 
stirred (where the waxes are completely melted when a temperature of the oil and 
waxes reaches about 90°C). The melted mixture was left as it stands to be cooled, 
whereby a paste of a surface treating agent for wooden material was obtained. 
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page 5, paragraph 24 
[0024] 

[Effect of the invention] Since the surface treating agent according to the present 
invention does not contain any organic solvent and has only a slight odor or so, the 
15 surface treating agent does not impair the working environment for applying. 
When the surface treating agent according to the present invention is applied to a 
surface of wooden material and dried to form a solid coating, the solid coating has 
resistance to stains, water, alkali, and volatile oils. 

- o 0 o - 
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